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Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)13 Responsive to communication(s) filed on 11 June 2007 . 
2a)[3 This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) !3 Claim(s) 1J) is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) S Claim(s) 1-8 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) 13 The drawing(s) filed on 27 February 2004 is/are: a)S accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) 13 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)l3 All b)D Some * c)D None of: 

1 M Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Claim Rejections - 35 USC § 112 

1 . The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

2. Claims 2-5 rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject 
matter which was not described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor(s), at the time the application 
was filed, had possession of the claimed invention. Referring to claim 2, and 
subsequently claims 3-5, the claims recite the installation and operation of original 
software and the subsequent operation therewith according to the generated operation 
model during non-normal usage time. As understood by Examiner, this is further argued 
by Applicant on page 6. That is, Applicant is saying that the original software is installed 
and tested. However, as originally specified, see for example paragraph 14 of the pre- 
grant publication, it is the new software that is tested and the original software that is 
reverted to, so that the customer may be unaware of the testing. Examiner has found no 
support for the installation and testing of original software during "non-normal" usage 
time in the specification as originally filed. 

Claim Rejections - 35 USC § 103 
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3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1 ^rejected under 35 U.S.C. 103(a) as being unpatentable over US 
2003/005426 to Scholtens et al. in view of US 6587969 to Weinberg et al. 

5. Referring to claim 1 , Scholtens discloses a method for testing a software system 
that operates a technical system, comprising the steps of: 

operating a technical system installed at a facility (In paragraph 24, the system 
services are available throughout the upgrade process.) ; 

installing a software system in said technical system of said customer for 
operating said technical system at said customer facility (Paragraph 24, upgrade. Figure 
1, "new software".); 

operating said technical system of said customer during a non-normal usage time 
of said customer (Paragraph 32, "maintenance window".), at said customer facility to 
obtain a test result for said software system; and evaluating said test result to detect 
errors in said operation of said technical system caused by said software system 
(Figure 1 , 135, "test the system manager with the new software". Paragraphs 49-50, 
"Testing a Subsystem". Paragraphs 51-55 regarding reversion and downgrade.). 

Although Scholtens does not specifically disclose while said technical system is 
operated during a normal usage time of the customer, generating a computerized 
operation model that mimics a reproducible operation procedure that occurs during said 
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normal usage time of said technical system by said customer and further testing 
according to said operation model while using said software system, testing using 
recorded actions recorded during usage is known in the art. An example of this is shown 
by Weinberg, from the abstract (with emphasis), "A testing tool automatically records a 
series of user steps taken during a user session with a transactional server and 
generates a test for testing the functionality of server. Through a user interface of the 
testing tool, the user can define verification steps to automatically test for expected 
server responses during test execution." A person of ordinary skill in the art at the time 
of the invention could have been motivated to use such recorded tests in testing a 
system to be upgraded because, as disclosed by Scholtens, there is a need for testing 
prior (and even subsequent) to committing, and further because, from Weinberg from 
the abstract, recording and playback for user steps permits testing "without the need to 
know a scripting or other programming language". 

6. Referring to claim 2, Scholtens in view of Weinberg discloses the step of 
installing a software system comprises installing said technical system with an original 
software system and operating said technical system according to said original software 
system (See Scholtens, reversion or downgrade.) with said operation model during said 
non-normal usage time (See Weinberg, testing using recorded user steps). A person of 
ordinary skill in the art at the time of the invention could have been motivated to test a 
reverted software system because, clearly, Scholtens is concerned with proper 
operation. 
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7. Referring to claim 3, Scholtens in view of Weinberg discloses after operation and 
monitoring of said technical system of the customer with said operation model during 
said non-normal usage time, reverting to said original software to operate said technical 
system in said normal usage time (See Scholtens, either reversion of downgrade, 
maintenance window.). 

8. Referring to claim 4, 5, Scholtens in view of Weinberg discloses that the 
evaluation of the operation of the technical system of the customer with the operational 
model generates feedback which is provided to a software developer, and that the 
feedback may be analyzed to develop an improvement of said original software system 
based on said feedback (Weinberg, line 37 of column 18, "debugging". Further, line 13 
of column 2 of Weinberg, "The present invention addresses these and other problems 
by providing a software-implemented testing tool for generating, running, and viewing 
the results of tests for testing transactional servers." Indeed, Weinberg as a whole, 
wherein the purpose of Weinberg's software testing is development.). 

9. Claims 6-8 rejected under 35 U.S.C. 103(a) as being unpatentable over US 
2003/005426 to Scholtens et al. in view of US 6587969 to Weinberg et al. as 
applied to claim 1 above, and further in view of US 5742754 to Tse. 

10. Referring to claim 6, Scholtens in view of Weinberg discloses in said operational 
model, testing the new software with at least one of input parameters, input data and 
boundary conditions of said technical system of said customer (See rejection of claim 1 
above.). 

Although Scholtens in view of Weinberg does not specifically disclose in said 
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operation model, documenting, as protocol, at least one of input parameters, input data 
and boundary conditions of said technical system of said customer, for example, 
documenting input is known in the art. An example of this is shown by Tse, from the 
abstract, "The method includes the step of providing the server computer system with 
the software product to be tested and an associated test suite. The test suite being 
designed to exercise the software product and generate a test suite log indicative of test 
results obtained from executing the test suite." A person of ordinary skill in the art at the 
time of the invention would have been motivated to use such a test suite because, as 
disclosed by Tse, it "designed to exercise the software product and generate a test suite 
log indicative of test results obtained from executing the test suite". 
1 1 . Referring to claim 7, Scholtens in view of Weinberg in view of Tse discloses in 
said operation model, establishing limit values differentiating between error-free 
operation of said technical system and erroneous operation of said technical system 
(Weinberg, abstract, verification, expected server responses. Further, in Tse, from line 
39 of column 5, "The method then proceeds to step 122 where the server computer 
system takes the test suite logs and test coverage data fries (if applicable) and analyzed 
the results received from each servant computer system in accordance with user- 
defined definitions. As described above, the results from executing a user-defined test 
suite are generally produced as test suite logs identifying whether each executable 
command has passed or failed. Similarly, if test coverage analysis was requested by the 
user, a test coverage data file would be generated to indicate the exercised portions of 
code."). 
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12. Referring to claim 8, Scholtens in view of Weinberg in view of Tse discloses in 
oeparting said operation model, automatically implementing an operation procedure 
associated with said technical system, in addition to said documenting (Weinberg, see 
abstract. Tse, field of endeavor, "More particularly, the invention relates to methods and 
apparatuses for automatically testing software products on a multiplicity of servant 
computer systems having different hardware configurations."). 

Response to Arguments 

1 3. Applicant's arguments with respect to claims 1 -8 have been considered but are 
moot in view of the new ground(s) of rejection. 

Conclusion 

14. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. See notice of references cited. 

1 5. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
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shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Gabriel L. Chu whose telephone number is (571) 272- 
3656. The examiner can normally be reached on weekdays between 8:30 AM and 5:00 
PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Scott Baderman can be reached on (571) 272-3644. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-91 99 (IN USA OR CANADA) or 571 -272-1 000. 




Gabriel L. Chu 
Primary Examiner 
Art Unit 21 14 
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